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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication^) filed on 17 July 2001 . 
2a)D This action is FINAL 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14.16 and 19 is/are pending in the application. 

4a) Of the above claim(s) 1-10.12-14 and 16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 11 and 19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 08/17/99 is/are: a)D accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1 ) E] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) ^ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 0 Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) □ Other: 

U.S. Patent and Trademark Office 

PTn.^fi /Rpu 04-01 ^ Clffipa Artinn Rummarv Part nf Panpr Mn 1? 
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DETAILED ACTION 

I . Applicant's election without traverse of Group IV (claim 1 9) in Paper No. 1 1 is 
acknowledged. Because a search on Group IV also required a search on the nucleic acid of claim 

II, that claim is also examined, as a courtesy to Applicant. Claims 1-10, 12-14 and 16 are 
withdrawn from consideration. 



Drawings 

2. The drawings are objected to for the reasons indicated on accompanying form PTO 948. 
Correction is required. 



Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claim 1 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claim is drawn to a nucleotide sequence, which reads on a 
product of nature. 

The DNA molecule, as claimed, has the same characteristics and utility as those found naturally 
in the genome or as cellular precursors thereof and therefore does not constitute patentable subject 
matter. See American Wood v. Fiber Disintegrating Co., 90 U.S. 566 (1974), American Fruit Growers 
v. Brogdex Co., 283 U.S. 2 (1931), Funk Brothers Seed Co. v. Kalo Inoculant Co., 33 U.S. 127 (1948), 
Diamond v. Chakrabarty, 206 USPQ 193 (1980). Additionally, a nucleotide sequence is information, 
which is not patentable. It is suggested that the claim be modified to refer to the hand of the inventor, 
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e.g. by replacing "Nucleotide sequence" with 
amendment to claim 19). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1 1 and 19 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter that was not described in the specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and/or use the invention. 

The claims are broadly drawn to a nucleic acid encoding a mutated elongate gene from 
any plant and of any sequence and a method of producing apomictic plants by using that nucleic 
acid. The instant specification, however, only provides guidance for mapping and transposon 
tagging the elongate locus in maize. The specification provides no guidance as to the sequence 
of the wild-type or mutant elongate gene from maize or any other plant species, isolation of a 
plasmid comprising the elongate gene, or even how to use that nucleic acid, presuming it were 
isolated, to produce apomictic plants. 

Use of nucleic acids associated with apomixis to produce apomictic plants is 
unpredictable. Ozias-Akins et al (1998, Proc. Natl. Acad. Sci. USA 95:5127-5132) teach that 
apomixis is not the result of a single mutation in a single gene and that nothing is known about 
the molecular basis for apomixis (pg 5130, right column, paragraphs 2-3). 
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Additionally, there is no evidence that the elongate mutant is apomictic. Rhodes et al 
(1966, Genetics 54:505-522) teaches that el plants produce both reduced and unreduced eggs, but 
not that they are apomictic. These mutants have been used to produce 4N plants (see, e.g., 
Kamps et al, 1996, 142:1001-1007), which would not be possible if the el plants produced 
apomictic seed. 

Given the claim breath, unpredictability, and lack of guidance as discussed above, undue 
experimentation would have been required by one skilled in the art to isolate any native or 
mutant elongate gene, or to develop and evaluate methods for production of apomictic plants 
using a nucleic acid encoding a mutated elongate gene. 

7. Claims 1 1 and 19 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter that was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The claims are broadly drawn to a nucleic acid encoding a mutated elongate gene of any 
sequence and from any plant, and a method of producing apomictic plants by using that nucleic 
acid. No description is provided as to the function of the encoded elongate protein or any 
mutated elongate protein, nor is the nucleic acid sequence of the wild-type or mutated elongate 
gene from maize or any other plant provided. 

Hence, Applicant has not, in fact, described a single DNA molecule that encodes a 
mutated elongate protein, and the specification fails to provide an adequate written description of 
the claimed invention. 
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Therefore, given the lack of written description in the specification with regard to the 
structural and physical characteristics of the claimed compositions, and given the high level of 
unpredictability in this art, one skilled in the art would not have been in possession of the genus 
claimed at the time this application was filed. 

See University of California v. Eli Lilly, 119 F.3d 1559, 43 USPQ 2d 1398 (Fed, Cir. 1997): 

The name cDNA is not in itself a written description of that DNA; it conveys no distinguishing 
information concerning its identity. While the example provides a process for obtaining human insulin- 
encoding cDNA, there is no further information in the patent pertaining to that cDNA's relevant 
structural or physical characteristics; in other words, it thus does not describe human insulin cDNA .... 
Accordingly, the specification does not provide a written description of the invention .... 

See Amgen Inc. v. Chug ai Pharmaceutical Co. Ltd. . 18 USPQ 2d 1016 at page 1021: 

A gene is a chemical compound, albeit a complex one, and ... conception of a chemical compound 
requires that the inventor be able to define it so as to distinguish it from other materials .... Conception 
does not occur unless one has a mental picture of the structure of the chemical or is able to define it by 
its method of preparation, its physical or chemical properties, or whatever characteristics sufficientlv " 
distinguish it. It is not sufficient to define it solely by it principal biological property, e.g., encoding 
human erythropoietin, because an alleged conception having no more specificity than that is simply a 
wish to know the identity of any material with that biological property. 



8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 1 1 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter that Applicant regards 
as the invention. 

Claim 19 does not set forth any steps involved in the method/process. Method claims 
require active, positive steps delimiting how the method is actually practiced. 

Claims 11 and 19 are indefinite for being dependent upon nonelected claims. 

Claim 1 1 is indefinite for its recitation of "Nucleotide sequence . . . characterized in that it 
corresponds to a mutated elongate gene." It is unclear if "corresponds" means that it is a mutated 
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elongate gene or if it means something else entirely. For purposes of examination, the former 
was assumed. Such treatment does not relieve Applicant of the responsibility to respond to this 
rejection. 

10. Claim 19 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP 
§ 2172.01. As discussed above, the process lacks steps. In addition, method steps must be 
circular; the final step must generate the item the method is intended to produce. The method of 
producing apomictic plants in claim 19 should end in the production of apomictic plants. 



Claim Rejections - 35 JJSC §102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claim 1 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Rhodes et al (1966, 
Genetics 54:505-522). 

Rhodes et al teach the elongate mutant, which would comprise a nucleic acid that 
corresponds to a mutated elongate gene. Amendment of the claim to address the rejection under 
35 U.S.C. 101 would obviate the instant rejection. 
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13. Claim 19 is free of the prior art, given the failure of the prior art to teach an isolated 
nucleic acid encoding a mutated elongate gene from maize, and given the unpredictability of the 
association of an apomictic phenotype with the elongate mutation, as discussed above. 



14. No claim is allowed. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, whose telephone number is (703) 308-5059. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paula Hutzell, can be reached on (703) 308-43 10. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4242 for regular 
communications and (703) 308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 

Anne R. Kubelik, Ph.D. 
August 21, 2001 



Conclusion 



The examiner can normally be reached on Monday through Friday, 8:15 am - 4:45 pm. 



DAVID T. FOX 
PRIMARY EXAMINER 
GROUP mr/A 





Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 — 



The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 

1. Correction of Informalities 37 CFR 1.85 

New corrected drawings must be filed with the changes incorporated therein. 
Identifying indicia, if provided, should include the title of the invention, 
inventor's name, and application number, or docket number (if any) if an 
application number has not been assigned to the application. If this information is 
provided, it must be placed on the front of each sheet and centered within the top 
margin. If corrected, drawings are required in a Notice of Allowability (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability. Extensions of time 
may NOT be obtained under the provisions of 37 CFR 1 136(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability. The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson. 

o 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted by the Draftsperson, 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed. No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approved the proposed changes. 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
time period set in the attached Office communication . See 37 CFR 
1.85(a). 

Failure to take corrective action within the set period will result in 
ABANDONMENT of the application. 



06/01/01 



